——
——
——

Trademark _
Reporter nz

The Law Journal of the International Trademark Association

Clairol Revisited: Trademark Rights v. Freedom of Expression and Competition
in Canada
Daniel R. Bereskin, Q.C.

Commentary: The Real Life of Fictional Trademarks
Lisa Pearson

Commentary: Intent to Use, Overly Broad Trademark Protection, and
Commercial Logic: Is SkyKick Really a “Big Win” for Brand Owners?
Dr. Martin Viefhues

Book Review: Internet Intermediaries and Trade Mark Rights. Althaf Marsoof.
Yashvardhan Rana

September-October, 2020 Vol. 110 No. 5



INTERNATIONAL TRADEMARK ASSOCIATION

Powerful Network Powerful Brands
675 Third Avenue, New York, NY 10017-5704

Telephone: +1 (212) 642-1733 email: tmr@inta.org Facsimile: +1 (212) 768-7796

OFFICERS OF THE ASSOCIATION

AYALA DEUTSCH ...veiiiee ettt ettt ettt e e e et e e e e e et e e e e e s etbaaeeeeeseabaaseeeesensaeeeeeesennsseeeeens President

....... .President-Elect
Vice President
Vice President
Treasurer
Secretary
Counsel
... Chief Executive Officer

DANA NORTHCOTT
ELISABETH BRADLEY
ERIN HENNESSY ..............
ETIENNE SANZ DE ACEDO ...

The Trademark Reporter Committee

EDITOR-IN-CHIEF, CHAIR
GLENN MITCHELL

PAMELA S. CHESTEK
BRYAN K. WHEELOCK
KAREN ELBURG

EDITORIAL BOARD

STAFF EDITOR-IN-CHIEF

WILLARD KNOX

Senior Editors
RAFFI V. ZEROUNIAN

FABRIZIO MIAZZETTO
ANDREW J. GRAY

LESLEY GROSSBERG

VERENA VON BOMHARD

Senior Staff Editor
BEVERLY HARRIS

Senior Legal Editor
ROSEMARY DESTEFANO

THOMAS AGNELLO
EUGENY ALEXANDROV
TARA ALLSTUN
CHARLENE AZEMA
MARTIN BERAN

DANIEL BERESKIN
SUBHASH BHUTORIA
JULIAN BIBB
STEPHANIE BUNTIN
ROBERT CAMERON
JEANNETTE CARMADELLA
JACQUELINE CHORN
THEODORE H. DAVIS JR.
MICHAEL DENNISTON
CATHERINE ESCOBEDO
DESIREE FIELDS
ALFRED FRAWLEY
ALEXANDRA GEORGE
STUART GREEN

STACY GROSSMAN

MILES ALEXANDER
WILLIAM BORCHARD
CLIFFORD BROWNING
LANNING BRYER
JESSICA CARDON
SANDRA EDELMAN
ANTHONY FLETCHER

Director of Legal Resources

LIZ HANELLIN

Staff Editor

ELIZABETH VENTURO

Senior Coordinator, Digital Content

SHANNON FRITSCHE

Editors

JORDI GUELL

MICHAEL HANDLER
NATHAN HARRIS

BARRY HORWITZ

GANG HU

BRUCE ISAACSON
SIEGRUN KANE

INGRIDA KARINA-BERZINA
ELISABETH KASZNAR FEKETE
SONIA KATYAL

LINDSAY KOROTKIN
SENTHIL KUMAR

SCOTT LEBSON

SONAL MADAN

J.DAVID MAYBERRY
BRYCE MAYNARD

JAMES MCALLISTER

J. THOMAS MCCARTHY
CATHERINE MITROS

GAIL NEVIUS ABBAS

Advisory Board

ROBERT KUNSTADT
THEODORE MAX
KATHLEEN MCCARTHY
JONATHAN MOSKIN
VINCENT PALLADINO
JOHN PEGRAM

Compositor
BARBARA MOTTER

SHANA OLSON

R. TERRY PARKER

LUIS HENRIQUE PORANGABA
YASHVARDHAN RANA
BRANDON RESS
RICHARD RIVERA
SUSAN RUSSELL
CHELSEA RUSSELL
FLORIAN SCHWAB

TOM SCOURFIELD
RINITA SIRCAR

GIULIO ENRICO SIRONI
RANDY SPRINGER
CORY STRUBLE

MARTIN VIEFHUES
JEFFREY WAKOLBINGER
RITA WEEKS

JOHN L. WELCH

MARTIN WIRTZ

RUMENG ZHANG

ROBERT RASKOPF
PASQUALE RAZZANO
SUSAN REISS

PIER LUIGI RONCAGLIA
HOWARD SHIRE
JERRE SWANN, SR.
STEVEN WEINBERG

The views expressed in The Trademark Reporter (TMR) do not necessarily reflect those of INTA. To fulfill its
mission of delivering cutting-edge scholarship on trademarks, brands, and related intellectual property to its
readers, the TMR sources content reflecting a diversity of viewpoints; the views expressed in any given article,
commentary, or book review are those of the individual authors.

The Trademark Reporter (ISSN 0041-056X) is published electronically six times a year by the International
Trademark Association, 675 Third Avenue, New York, NY 10017-5704 USA. INTA, the INTA logo,
INTERNATIONAL TRADEMARK ASSOCIATION, POWERFUL NETWORK POWERFUL BRANDS, THE
TRADEMARK REPORTER, and inta.org are trademarks, service marks, and/or registered trademarks of the
International Trademark Association in the United States and certain other jurisdictions.



Vol. 110 TMR 873

BOOK REVIEW

Internet Intermediaries and Trade Mark Rights. Althaf
Marsoof. 2019. Pp 249. $157 (hardback); electronic version
available. Routledge, Taylor & Francis Group, 2 Park Square,
Milton Park, Abingdon, Oxon 0X14 4RN, UK.

Trademark infringement on the Internet is rampant, and
Internet intermediaries play a key role in facilitating infringement
online. These intermediaries—which include Internet Service
Providers (“ISPs”), hosts that provide digital space or store third-
party content, and navigation providers—provide essential services
to infringers online and may be in the best position to stop
infringement.

In Internet Intermediaries and Trade Mark Rights, Althaf
Marsoof explores the legal and policy underpinnings of Internet
intermediary liability for trademark infringement on the Internet.
While the focus of the work is English law, the author also includes
discussion of related European and international legal principles
where appropriate. The author has made a concerted effort to keep
the work fresh by including discussion of current legislative and
recent case law developments. The book is also very timely,
considering that the role of intermediaries is at the very forefront of
recent public debate regarding regulation of online conduct. While
it by design does not include every single “trademark infringement
and intermediary liability” case, it does provide an in-depth
discussion of key representative high-profile cases, in turn making
it an essential resource for trademark practitioners and others
wanting to know more about trademark rights and its interplay
with Internet intermediaries. This publication is a worthy addition
to the library of any firm that (or individual who) handles
trademark disputes.

The primary strength of the book lies in Dr. Marsoof’s selection
of a mix of practitioners and legal scholars from around the world to
explore the in-depth historical, practical, theoretical, and scenario-
based explanations of the operation of Internet intermediaries that
should be useful to anyone practicing in the trademark field. Each
chapter focuses on two regimes, generally, albeit not exclusively,
from the perspective of English law, a select few jurisdictions of the
European Union, or United States law. Since the book focuses
primarily on reviewing the state of existing precedents and existing
research, rather than developing new research, readers should keep
in mind that the book’s main contribution in most places is its
collection of existing precedents and comparisons of the similarities
and differences of the applicable laws in the United Kingdom
(“UK?”), United States (“U.S.”) and the European Union (“EU”).
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The book commences with an overview of Internet
intermediaries (ISPs, hosts, and service providers) and defining
their roles—shifting focus from online/individual infringers and
touching upon the aspect of counterfeiting in the continuing efforts
to deal with online infringements exclusively from a trademark
point of view. It examines the role of Internet intermediaries and
their liability for providing access to, hosting, or indexing content
promoting trademark infringement in the backdrop of existing
statutory and common-law principles, and the book proposes
reforms to remedy the limitations and shortcomings in the existing
legal framework. The text is divided into nine chapters canvassing
all major issues in reasonable depth with reference to leading case
law in the United Kingdom, United States, and a select few
continental EU member states with the aim of generating a common
ground in establishing Internet intermediary liability for trademark
infringement.

In the second chapter, the author analyzes the significance of
the “use” requirement under the Agreement on Trade-Related
Aspects of Intellectual Property Rights (“TRIPS Agreement”), the
U.S. Trademark Act (the “Lanham Act”), and the EU Trade Marks
Directive to develop key principles in establishing Internet
intermediary liability for the unauthorized use of trademarks by
third parties. He provides comprehensive coverage of trending
issues concerning keyword advertising with a special emphasis on
Google’s AdWords (now Google Ads) and the applicability of the
“commercial communication” requirement. Dr. Marsoof discusses
the intermediary’s active role and commercial involvement with
underlying transactions, part of which is concerned with the
intermediary’s own offerings as opposed to merely providing access
to, hosting, or indexing content to infringers (a concept introduced
by the Court of Justice of the European Union in Google v. Louis
Vuitton). Ample authority for each proposition is provided by way of
footnotes.

In the third chapter, Dr. Marsoof sheds light upon common law
principles, comparing Section 10(5) of the Trade Marks Act, 1994
and Section 32 of the Lanham Act, in turn discussing various
approaches concerning “accessory liability” to assess its potential
application to the context of trademark law and Internet
intermediaries fixing the liability of joint tortfeasors. He then
analyzes the scope of accessory liability in common law as well as
criminal accessory liability along with its limitations and, finally, as
a species of tort. Finally, after discussing the propositions made by
legal scholars such as Joachim Dietrich and Paul S. Davies in
establishing a “common design requirement” expressly rejecting the
views of the judiciary and arguing in favor of the recognition of
liability for assisting civil wrongs, the author predicts how
legislative reforms will attempt to address such issues in the future.
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Chapter 4 explores various approaches that have been
developed and adopted concerning key EU Directives by domestic
courts and in some of the EU Member states—France, Germany,
and Belgium, as well as in the United States, especially in the
context of contributory infringement established in Inwood v. Ives
along with a select few more decisions with similar fact patterns.
Taking its cue from the progressive approaches adopted in the
United States and the three Continental EU Member States, the
author proposes developing a legislative response to address the
shortcomings in current UK law.

Chapter 5 addresses the nature and scope of a proposal for law
reforms and suggests an amendment to the United Kingdom’s Trade
Marks Act 1994 underlining the need for broadening the scope of
liability for trademark infringement with respect to three classes of
intermediaries. This includes a draft provision that intersects with
EU law that aims to establish a mechanism for the aggrieved
trademark proprietors’ right to claim damages with monetary relief.

Chapter 6 is devoted to notice and takedown procedures and
how they operate in the trademark context. The author has,
however, opted to present a generalized view on the subject. The
discussion also includes copyright issues concerning the Digital
Millennium Copyright Act safe harbor provisions, including
academic commentaries and empirical studies to counterbalance the
abuse of takedown procedures.

In the seventh chapter, the author identifies four categories of
notices of infringement—*“clear-cut cases,” “context-specific cases,”
“trade mark bullying,” and "frivolous assertions,” and discusses the
interplay between third-party use and free speech rights proposing
effective safeguards to ensure a fair-and-balanced approach to this
practice. The distinction asserted through the categories of notices
can be extremely helpful to those using this as a reference when
tackling trademark disputes involving Internet intermediaries.

Chapter 8 touches upon the legal basis for injunctive relief
against intermediaries, which highlights trademark as well as
copyright issues. The discussion is infused with trenchant
dissections of key cases with contributions from notable judges
discussing the “actual knowledge” requirement and the
development of injunctive remedies against ISPs for copyright and
trademark infringements online.

In the final chapter, the author considers ways to improve the
efficacy, balance, and fairness of the injunctive remedy in a more
tiered and structured approach that complies with the principles of
natural justice. He envisages layers of safeguards against abuse,
specifically in relation to injunctions against navigation providers
and hosts. He also proposes the adoption of a versatile framework
that allows the enforcement of judgments—just like the Hague
Convention on Foreign Judgments in Civil and Commercial Matters
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1971 in addressing the needs of right holders specifically for the
intellectual property context.

Internet Intermediaries and Trade Mark Rights is a practical
and extensive guide to this area of the law and should be considered
a must-read for anyone practicing in the trademark field. The book
provides a blueprint for understanding how best to craft an
enforcement strategy against intermediaries and protect
trademarks from online infringers when formulating strategic
advice for clients. With the aid of Dr. Marsoof’s work, the reader can
have a decidedly improved understanding of the options available
concerning trademark law and its interplay with intermediary
liability especially in relation to UK, U.S., and EU law. The author
has managed to make this book a truly comprehensible and
uncomplicated exposition of the law in plain English and with
enlightened commentary scattered throughout. The relatively short
discussions, theories, and scenarios arranged by numerous
headings and subheadings in every chapter and supplemented by
numerous footnotes help to keep the reader’s attention throughout.
The author has done an admirable and impressive job of assembling
guidance and opinion from legal scholars and academicians from
around the world in one accessible reference book. However, one of
the most helpful aspects of the book is that it discusses key issues
and important questions in a way that allows thoughtful readers to
draw their own conclusions. In summary, this book is a highly
valuable, if not indispensable, resource for practitioners of all levels
of experience who are confronted with aspects of trademark law and
its inextricable role with Internet intermediaries in modern day
practice.

Yashvardhan Rana
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